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REMARKS/ARGUMENTS 

The Office Action mailed March 31, 2005 has been carefully considered. 
Reconsideration in view of the following remarks is respectfully requested. 

Applicants gratefully acknowledge the indication of allowance of claims 19-30 and 64- 
73. Applicants are further grateful for the indication of allowability of claims 41, 43, 47, 60, and 
62 subject to their re-writing in independent form. However, for the present, Applicant 
respectfully declines the opportunity to rewrite these claims in independent form but reserves the 
right to do so at a future time. 

New claims 75-80 also particularly point out and distinctly claim subject matter regarded 
as the invention. Support for these claims may be found in the specification, page 9, lines 3-30 
through page 1 0, lines 1-21. 

Claim 46 - 35 U.S.C. § 103 Rejection 

Claims 46, 49-52, and 63 were rejected under 35 U.S.C. § 103(a) as being allegedly 
unpatentable over Kaufinann (USP 1,859,970) in view of Edgerton, Jr (USP 3,998,304) and Katz 
(USP 3,708,045) among which claim 46 is an independent claim. This rejection is respectfully 
traversed. 

According to the Manual of Patent Examining Procedure (M.P.E.P.), 

The initial burden is on the examiner to provide some suggestion of the 
desirability of doing what the inventor has done. "To support the conclusion that 
the claimed invention is directed to obvious subject matter, either the references 
must expressly or impliedly suggest the claimed invention or the examiner must 
present a convincing line of reasoning as to why the artisan would have found the 
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claimed invention to have been obvious in light of the teachings of the 
references." 1 

Obviousness can only be established by combining or modifying the teachings of 
the prior art to produce the claimed invention where there is some teaching, 
suggestion, or motivation to do so found either explicitly or implicitly in the 
references themselves or in the knowledge generally available to one of ordinary 
skill in the art. "The test for an implicit showing is what the combined teachings, 
knowledge of one of ordinary skill in the art, and the nature of the problem to be 
solved as a whole would have suggested to those of ordinary skill in the art." 2 

The Office Action states: 

"Claim 46 is directed to the subcombination cylindrical bag with external 
reinforcing webbing. Kaufmann teaches a bag which can be cylindrical with top 
and bottom ends (7) attached to the body (6). Note that the bag has a zipper 
closure and it is reinforced by longitudinal strip (14) along the opening. To have 
made the body as a continuous single piece in the manner taught by Edgerton, Jr. 
et al would have been most obvious. Furthermore to have added external 
longitudinal reinforcing strips in addition to or in place of those taught by 
Kaufmann to protect the bag from rough handling would have been obvious in i 
view of such teaching by Katz. Note the continuous peripheral spaced apart 
reinforcement strips also taught by Katz at 17. 

Applicant respectfully disagrees for the reasons, among others, discussed below. 



The Office Action does not provide any reasoning for combining or modifying the 
teachings of the prior art to produce the claimed invention. The Examiner has the burden to 
provide such motivation or suggestion for the combination and the Office Action has not met the 
legal standard. The Office Action does not state where there is some teaching, suggestion, or 
motivation to combine the prior art references either explicitly or implicitly in the references 
themselves. As such, Applicant is unsure how to respond and can not meaningfully respond to 
this rejection but has attempted to do so to further prosecution of the application. 



1 M.P.E.P § 706.02 

2 M.P.E.P§ 2143.01 
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There is no suggestion or motivation to combine Kaufmann with Edgerton. 

Kaufmann teaches a travel bag which utilizes "flexible metallic reinforcing strips 14 extending 
from end to end of the bag opening or mouth" 3 and "continuous spring steel hoops 26 which 
transversely encircle the body portion 6 so as to extend from side to side of the bag mouth or 
opening". 4 Edgerton teaches a "storage container adapted, when empty, to be collapsed and 
folded upon itself for compact storage" 5 It would not be possible to collapse the bag of 
Kaufmann since it utilizes metallic reinforcing strips and steel hoops. Thus, one looking for a 
sturdy bag would not be motivated to look to Edgerton' s collapsible bag. Accordingly, there is 
no motivation or suggestion to combine Kaufmann with Edgerton. 

There is no suggestion or motivation to combine Kaufmann with Katz. The Office 
Action states that the longitudinal reinforcing strips of Katz may be used in addition to or in 
place of those taught by Kaufmann. However, Kaufmann does not allow for the use of the 
longitudinal reinforcing strips on the exterior of the bag due to the placement of the steel hoops, 
which transversely encircle the body portion. It would not be possible to position both the steel 
hoops and the longitudinal plastic flexible strips on the bag of Kaufmann. Accordingly, there is 
no motivation or suggestion to combine Kaufmann with Katz. 

Furthermore, it is improper to combine references where the references teach away 
from their combination. 6 Edgerton teaches a collapsible bag whereas Kaufmann and Katz teach 

3 Page 2, lines 45-48 

4 Page 2, lines 125-128. 

5 Abstract 
6 M.P.E.P§2145 
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a non-collapsible bag. In fact, Kaufinann and Katz utilize reinforcing elements to purposely keep 
the bag in an open position. Accordingly, the prior art references teach away from each other. 

Furthermore, Katz discloses a novel zipper that "follows a curved path down 
substantially the length of said first end wall, diagonally upwardly across one of said side walls, 
and in a curved path down said second end wall." 7 Katz further states that conventional "tote 
bags, duffel bags, and luggage pieces ... are ordinarily provided with a zipper which extends 
along the top thereof, or along the top and down the end walls, which zipper arrangement is not 
entirely satisfactory because it does not permit the entire upper portion of the bag to be folded 
back and opened to a widespread condition providing ready access to the complete interior 
thereof." 8 As such, Katz teaches away from the use of traditional zippers. Kaufinann and 
Edgerton both disclose a bag having a traditional zipper and thus teach away from Katz. 

Accordingly, since the prior art references teach away from each other, it is an improper 
combination. 

Additionally, there is no reasonable expectation of success that the combination of 
prior art references would result in the claimed invention. Claim 46 provides for a "webbing 
reinforcement, the webbing reinforcement being affixed to an exterior of said bag member 
whereby tension and tearing forces are resisted by said webbing reinforcement." The strips of 
webbing are on the exterior of the bag and are not required to be covered by any other material. 



7 Abstract 

8 Col. 1, lines 16-25. 
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The Office Action improperly equates the flexible plastic strips of Katz with the webbing 
material. Katz teaches the use of "reinforcing strips of flexible plastic or similar heavy duty 
material . . said strips being covered with leather or vinyl to provide contrasting 
ornamentation." 9 Katz does not disclose or teach the use of webbing material nor does Katz 
teach the use of webbing material on the exterior of the bag. Rather, Katz discloses the use of a 
flexible plastic which must be covered with leather or vinyl. Thus, there is no reasonable 
expectation of success that the combination of Kaufmann, Edgerton, and Katz would result in the 
claimed invention. 

The prior art references do not teach or suggest all the claim limitations. As stated 
above, Kaufmann, Edgerton, nor Katz teach or suggest the use of "webbing reinforcement, the 
webbing reinforcement being affixed to an exterior of said bag member whereby tension and 
tearing forces are resisted by said webbing reinforcement" as claimed in Claim 46. Accordingly, 
the combination of Kaufmann with Edgerton and Katz do not teach or suggest all the claim 
limitations. 

As to dependent Claims 49-52 and 63, the argument set forth above is equally applicable 
here. The base claims being allowable, the dependent claims must also be allowable. 

In view of the foregoing, it is respectfully asserted that the claims are now in condition 
for allowance. It is respectfully requested that this rejection be withdrawn. 



9 Col. 2, lines 2-9. 
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Claim 13 - 35 U.S.C. $ 103 Rejection 

Claims 31, 34, 35, 37, 38, 44, 45, 55, and 56 stand rejected under 35 USC 103(a) as being 
unpatentable over the references as applied to claim 46, 49-52, and 63 above, and further in view 
of Swara (USP 3,471,163) and Rekuc et al (USP 5,743,363) for the reasons set forth in paragraph 
6 of the previous Office Action dated 1 1/12/2004. Claim 3 1 is an independent claim. This 
rejection is respectfully traversed. 

According to the Manual of Patent Examining Procedure (M.P.E.P.), 

To establish a prima facie case of obviousness, three basic criteria must be met. First 
there must be some suggestion or motivation, either in the references themselves or in the 
knowledge generally available to one of ordinary skill in the art, to modify the reference 
or to combine reference teachings. Second, there must be a reasonable expectation of 
success. Finally, the prior art reference (or references when combined) must teach or 
suggest all the claim limitations. The teaching or suggestion to make the claimed 
combination and the reasonable expectation of success must both be found in the prior 
art, not in the applicant's disclosure. 10 

Claim 31 provides for "webbing reinforcement, the webbing being affixed to said bag 
member whereby tension and tearing forces are resisted by said webbing." Thus, for the same 
reasons discussed above with respect to Claim 46, among others, Claim 31 is patentable over 
Kaufmann in view of Edgerton, Katz, Sawara, and Rekuc. 

As to dependent Claims 34, 35, 37, 38, 44, 45, 55, and 56, the argument set forth above is 
equally applicable here. The base claims being allowable, the dependent claims must also be 
allowable. 

In view of the foregoing, it is respectfully asserted that the claims are now in condition 
for allowance. It is respectfully requested that this rejection be withdrawn. 



10 M.P.E.P§2143. 
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Request For Interview 

Alternatively, Applicant's Attorney respectfully requests an interview with the Examiner 
Weaver before the next Office Action to expedite the prosecution of this application. This 
application has been pending since October 2, 2003 and we feel that an interview would be 
helpful at this juncture. 



Conclusion 

It is believed that this Response places the above-identified patent application into 
condition for allowance. Early favorable consideration of this Amendment is earnestly solicited. 

If, in the opinion of the Examiner, an interview would expedite the prosecution of this 
application, the Examiner is invited to call the undersigned attorney at the number indicated 
below. Applicant respectfully requests that a timely Notice of Allowance be issued in this case. 

Please charge any additional required fee or credit any overpayment not otherwise paid or 
credited to our deposit account No. 50-1698. 



Dated: June 2005 



38 



Respectfully submitted, 
THELEN REED & PRIEST, LLP 




Adrienne Yeung 
Reg. No. 44,000 



Thelen Reid & Priest LLP 
P.O. Box 640640 
San Jose, CA 95164-0640 
Tel. (408) 292-5800 
Fax. (408) 287-8040 
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